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DETAILED ACTION 

Status of Claims 

1. This action is in reply to the application filed on 02/20/2004. 

2. Claims 1-26 are currently pending and have been examined. 

Claim Rejections - 35 USC §112, 2 nd Paragraph 

3. Claim 19 is rejected under 35 U.S.C. 112, second paragraph, as being 
incomplete for the lack of antecedent basis. Claim 19 reads wherein the step of 
identifying a particular document comprises the step of identifying a particular 
type of the particular document. Does this mean having particular steps that lead 
to retrieving a particular insurance claim document? 

Claim Rejections - 35 USC § 101 

4. 35 U.S.C. 101 reads as follows: 



Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 



Application: 10/783,077 
Art Unit: 41 14 



Paper No. 20090302 
Page 3 



5. Claims 1-26 are rejected under 35 U.S.C. 101 because there is no machine tied 
to the method along with no physical transformation being produced. 

6. Claims 1-26 are rejected under 35 U.S.C. 101 because the claims are directed 
towards a system of processing, but do not claim any software, graphical user 
interface (GUI) or word processor tied to the system along with a physical 
transformation needed to produce documents. 

Claim Rejections - 35 USC § 102 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

8. Claims 1-3, 5, 7, 9, 10, 11, 13, 16, 24, 25 and 26 are rejected under 35 
U.S.C. 102(b) as being anticipated by Provost (US 7,263,493 B1). 



9. Claim 1: 

Provost, as shown, discloses the following limitations: 
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• an interface processor for receiving claim data related to a claim for 
provision of a service to a particular patient (see at least column 19, lines 
59-67); 

• an attachment processor for automatically applying predetermined claim 
submission requirements in processing said claim data to identify (see at 
least Fig. 5, column 18, lines 38-52); 

In this citation, Provost's server system automatically prompts the user 
that attachments are required. These attachments are Provost's supporting 
documents needed to further process the insurance claim. 

• whether an attachment document is required to be submitted together with 
said claim to a payer for claim reimbursement; and (see at least column 3, 
lines 55-60, column 7, lines 7-19) 

In the first citation, Provost's server system shows the ability to attach 
supporting documents required to further process the insurance claim. The 
second citation shows communication with the server system and a local client 
system, which serve as the payer. 

• a particular document to be provided together with said claim to said payer 
for claim reimbursement; and (see at least column 3, lines 55-57) 
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• a document processor for retrieving said particular document from storage 
for provision to said payer for claim reimbursement (see at least column 3, 
lines 60-65). 

In the citation, Provost's list that defines the supporting documents server 
as the provisioning to the stored particular document required to further process 
the insurance. 

10. Claim 2: 

Provost, as shown, discloses the following limitations: 

• wherein said document processor automatically initiates communication of 



said particular document to said payer by electronic communication 
including at least one of, (a) Facsimile transmission, (b) Email, (c) Internet 
compatible communication and (d) a transaction standard compatible 
communication (see at least Fig. 2, column 15, lines 63-65). 
Provost's system is intended to be used over the internet. 



• wherein said electronic communication includes encryption of said 

particular document prior to communication (see at least column 16, lines 



11. 



Claim 3: 



Provost, as shown, discloses the following limitations: 



33-36). 
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12. Claim 5: 

Provost, as shown, discloses the following limitations: 

• wherein said attachment processor automatically identifies a particular 
type of said particular document to be provided together with said claim to 
said payer for claim reimbursement (see at least Fig. 2, Fig. 5 column 3, 
lines, 55-65, column 18, lines 38-52) 

In this citation, Provost's server system automatically prompts the user 
that attachments are required. Also, Provost's list defining the supporting 
document is the plurality of documents supporting documents needed to further 
process the insurance claim. 

13. Claim 7: 

Provost, as shown, discloses the following limitations: 

• wherein said attachment processor processes said claim data to derive 
information including at least one of (a) diagnosis information, (b) medical 
procedure information and (c) charge information, related to said claim, 
and employs said derived information in determining whether an 
attachment document is required to be submitted together with said claim 
to a payer for claim reimbursement (see at least Fig. 4, column 10, lines 
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14. Claim 9: 

Provost, as shown, discloses the following limitations: 

• wherein said document processor determines said particular document is 
unavailable from storage and initiates generation of said particular 
document using information derived from at least one of, (a) a clinical data 
repository, (b) a laboratory results repository and (c) an electronic patient 
record of said particular patient (see at least Fig. 2, column 10, lines 4-11). 

15. Claim 10: 

Provost, as shown, discloses the following limitations: 

• said attachment processor compiles a map associating a particular claim 
with one or more required attachments and updates said map in response 
to identifying said particular document is to be provided together with said 
claim to said payer for claim reimbursement. 

In Provost's Fig. 5, items 86, 88, 92, 96, 98 and 104, under the server 
decision tree, the required mapping involved with updating a claim with attached 
supporting documents are required to further process an insurance claim. 



Paper No. 20090302 
Page 7 



Application: 10/783,077 
Art Unit: 41 14 



Paper No. 20090302 
Page 8 



Provost, as shown, discloses the following limitations: 

• 11. A system according to claim 10 wherein said predetermined claim 
submission requirements comprise rules which associate claim data 
indicating provision of a service of a particular nature with an attachment 
and particular document (see at least Fig. 2, column 14, lines, 1-22). 
In the citation, Provost's has required rules associated with advancing 

claim payment funds. The second citation, list defining the supporting document 

is the plurality of documents supporting documents needed to further process the 

insurance claim. 



17. Claim 13: 

Provost, as shown, discloses the following limitations: 

• said attachment processor automatically applies said predetermined claim 
submission requirements in processing said claim data to identify a 
plurality of documents to be provided together with said claim to said 
payer for claim reimbursement, and (see at least Fig. 2, Fig. 5 column 3, 
lines, 55-65, column 18, lines 38-52) 

In this citation, Provost's server system automatically prompts the user 
that attachments are required. Also, Provost's list defining the supporting 
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document is the plurality of documents supporting documents needed to further 
process the insurance claim. 

• said document processor retrieves said plurality of documents from 
storage for provision to said payer for claim reimbursement (see at least 
column 3, lines, 55-65). 

In the citation, Provost's list defining the supporting document is the 
plurality of documents supporting documents needed to further process the 
insurance claim. 

18. Claim 16: 

Provost, as shown, discloses the following limitations: 

• further comprising the step of automatically initiating communication of 
said particular document to said payer by electronic communication 
including at least one of, (a) Facsimile transmission, (b) Email, (c) Internet 
compatible communication and (d) a transaction standard compatible 
communication (see at least Fig. 2, column 15, lines 63-65). 

Provost's system is intended to be used over the internet. 

19. Claim 24: 

Provost, as shown, discloses the following limitations: 
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• compiling a map associating a particular claim with one or more required 
attachments; and ( see at least Fig. 5, column 18, lines 38-47) 

• updating said map in response to identifying said particular document is to 
be provided together with said claim to said payer for claim reimbursement 
(see at least Fig. 5, column 18, lines 47-56). 

In Provost's Fig. 5, items 86, 88, 92, 96, 98 and 104, under the server 
decision tree, the required mapping involved with updating a claim with attached 
supporting documents are required to further process an insurance claim. 

20. Claim 25: 

Provost, as shown, discloses the following limitations: 

• automatically applying said predetermined claim submission requirements 
in processing said claim data for the purpose of identifying a plurality of 
documents to be submitted together with said claim to said payer for claim 
reimbursement, and (see at least Fig. 2, Fig. 5 column 3, lines, 55-65, 
column 18, lines 38-52) 

In this citation, Provost's server system automatically prompts the user 
that attachments are required. Also, Provost's list defining the supporting 
document is the plurality of documents supporting documents needed to further 
process the insurance claim. 
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• retrieving said plurality of documents from storage for provision to said 
payer for claim reimbursement (see at least column 3, lines, 55-65). 
In the citation, Provost's list defining the supporting document is the 

plurality of documents supporting documents needed to further process the 

insurance claim. 



21. Claim 26: 

Provost, as shown, discloses the following limitations: 

• receiving data related to a claim for provision of a service to a particular 
customer (see at least column 19, lines 59-67); 

In the citation, Provost's carrier associated with the insurance claim would 
be considered a particular customer. 



• processing said data by automatically applying predetermined claim 
submission requirements for the purpose of (see at least Fig. 5, column 
18, lines 38-56): 

In the citation, Provost's notification to deliver required documentation is 
used to further process a claim as an automatic submission requirement. 



Application: 10/783,077 
Art Unit: 41 14 



Paper No. 20090302 
Page 12 



• identifying whether an attachment document is required to be submitted 
together with said claim to a payer for claim reimbursement; and (see at 
least column 3, lines 55-60) 

• identifying a particular document to be provided together with said claim to 
said payer for claim reimbursement; and (see at least column 3, lines, 48- 
65) 

• retrieving said particular document from storage for provision to said payer 
for claim reimbursement (see at least column 3, lines, 48-65) 

In the citation, Provost's supporting documents are the particular attached 
documents and insurance carrier is the payer. 



Claim Rejections - 35 USC § 103 

22. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

23. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 
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3. 
4. 



Resolving the level of ordinary skill in the pertinent art. 

Considering objective evidence present in the application indicating obviousness or 
nonobviousness. 



24. Claims 4, 6, 8, 12, 15, 18, 19 and 22 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Provost (US 7,263,493 B1) in view of Constantin 
(US 7,154,622 B2). 

25. Claim 4: 

Provost discloses the limitations as shown in the rejections above. Provost 
does not disclose the following limitation, but Constantin discloses wherein said 
attachment processor automatically identifies a particular version of said 
particular document to be provided together with said claim to said payer for 
claim reimbursement (see at least column 9, lines 10-20). It would have been 
obvious to one of ordinary skill in the art at the time of the invention to combine 
Provost's system for attaching insurance documents with Constantine's 
appropriate prior approval forms as one of the particular documents needed to 
process a medical insurance claim payment to provide a more comprehensive 
claim filling system. This would help to reduce the time needed process a 
medical insurance claim payment. 
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26. 



Claim 6: 



Provost discloses the limitations as shown in the rejections above. Provost 
does not disclose the following limitation, but Constantin discloses wherein said 
particular type includes one of (a) a receipt, (b) a photograph, (c) a chart, (d) an 
invoice, (e) a certificate, and (f) a prescription (see at least column 4, lines 27- 
30). It would have been obvious to one of ordinary skill in the art at the time of 
the invention to combine Provost's system for attaching insurance documents 
with Constantine's ability to generate an invoice, because it would provide a 
more comprehensive claim filling system. This would help to reduce the time 
needed process a medical insurance claim payment. 



Provost discloses the limitations as shown in the rejections above. Provost 
does not disclose the following limitation, but Constantin discloses wherein said 
document processor determines said particular document is unavailable from 
storage and initiates generation of said particular document (see at least column 
4, lines 33-36, column 9, line 61 to column 10, line 3). It would have been 
obvious to one of ordinary skill in the art at the time of the invention to combine 
Provost's system for attaching insurance documents with Constantine's ability to 
generate a particular missing document, because it would provide a more 



27. 



Claim 8: 
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comprehensive claim filling system. This would help to reduce the time needed 
process a medical insurance claim payment. 

28. Claim 12: 

Provost discloses the limitations as shown in the rejections above. Provost 
does not disclose the following limitation, but Constantin discloses wherein said 
predetermined claim submission requirements comprise rules which associated 
one of more of: (a) a laboratory receipt with a claim for reimbursement for a 
laboratory test; (b) an X-ray with a claim for reimbursement for setting a broken 
bone; (c) a prescription with a claim for reimbursement for providing medication; 
a receipt with a claim for reimbursement for services provided by an outside 
organization (see at least column 9, lines 20-23). It would have been obvious to 
one of ordinary skill in the art at the time of the invention to combine Provost's 
system for attaching insurance documents with Constantine's ability to submit x- 
rays, because it would provide a more comprehensive claim filling system. This 
would help to reduce the time needed process a medical insurance claim 
payment. 
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29. Claim 15: 

Provost, as shown, discloses the following limitations: 

• receiving claim data related to a claim for provision of a service to a 
particular patient (see at least column 19, lines 59-67); 

• processing said claim data by automatically applying predetermined claim 
submission requirements for the purpose of (see at least Fig. 2, column 7, 
lines 49-62): 

• identifying whether an attachment document is required to be submitted 
together with said claim to a payer for claim reimbursement; and (see at 
least column 3, lines, 55-60) 

• identifying a particular document to be provided together with said claim to 
said payer for claim reimbursement; and (see at least column 3, lines, 48- 
57) 

• retrieving said particular document from storage for provision to said payer 
for claim reimbursement (Con, see at least column 4, lines 30-38). 

30. Claim 18: 

Provost discloses the limitations as shown in the rejections above. Provost 
does not disclose the following limitation, but Constantin discloses wherein the 
step of identifying a particular document comprises the step of identifying a 
particular version of the particular document (see at least column 9, lines 17-20, 
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column 9, line 61 to column 10, line 20). It would have been obvious to one of 
ordinary skill in the art at the time of the invention to combine Provost's system 
for attaching insurance documents with Constantine's ability to identify a 
particular document, because it would provide a more comprehensive claim filling 
system. This would help to reduce the time needed process a medical insurance 
claim payment. 



Provost discloses the limitations as shown in the rejections above. Provost 
does not disclose the following limitation, but Constantin discloses wherein the 
step of identifying a particular document comprises the step of identifying a 
particular type of the particular document (see at least column 9, lines 17-20, 
column 9, line 61 to column 10, line 20). It would have been obvious to one of 
ordinary skill in the art at the time of the invention to combine Provost's system 
for attaching insurance documents with Constantine's ability to identify a 
particular document, because it would provide a more comprehensive claim filling 
system. This would help to reduce the time needed process a medical insurance 
claim payment. 



31. 



Claim 19: 
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32. Claim 22: 

Provost discloses the limitations as shown in the rejections above. Provost 
does not disclose the following limitation, but Constantin discloses: 

• determining if said particular document is available in said storage; and 
(see at least column 4, lines 9-12) 

• generating said particular document if said particular document is not 
available is said storage (see at least column 4, lines 30-38). 

It would have been obvious to one of ordinary skill in the art at the time of 
the invention to combine Provost's system for attaching insurance documents 
with Constantine's ability to generate a particular missing document, because it 
would provide a more comprehensive claim filling system. This would help to 
reduce the time needed process a medical insurance claim payment. 

33. Claims 14 and 21 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Provost (US 7,263,493 B1 ) in view of Official Notice 



34. Claim 14: 

Provost, as shown, discloses the following limitations: 
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• an interface processor for receiving data related to a claim for 
reimbursement for provision of a service to a customer (see at least Fig. 2, 
column 3, lines 52-58, column 7, lines 42-46); 

• an attachment processor for automatically applying predetermined claim 
submission requirements in processing said claim data to identify (see at 
least Fig. 2, column 7, lines 50-52): 

• whether an attachment document is required to be submitted together with 
said claim to a payer for claim reimbursement; and (see at least column 3, 
lines 55-60) 

• a particular document to be provided together with said claim to said payer 
for claim reimbursement; and (see at least column 3, lines 60-65) 
Provost discloses the limitations mentioned above. Provost does not 

disclose the limitations mentioned below. However, the Examiner takes Official 
Notice that it is old and well-known in the medical insurance arts that whatever 
required supporting documents can be stored, retrieved and attached with the 
claim to process an insurance payment. It would have been obvious to a person 
having ordinary skill in the art at the time of invention to combine a document 
processor for retrieving said particular document from storage for provision to 
said payer for claim reimbursement with Provost's system for attaching insurance 
documents with Constantine's ability to retrieve particular documents from, 
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because it would provide a more comprehensive claim filling system. This would 
help to reduce the time needed process a medical insurance claim payment. 

35. Claim 21: 

Provost, as shown, discloses the following limitations: 

• employing said derived information to determine whether an attachment 
document is required to be submitted together with said claim to a payer 
for claim reimbursement (see at least Fig. 5, column 18, lines 14-41). 
Provost discloses the limitations mentioned above. Provost does not 

disclose the limitations mentioned below: 

• processing said claim data comprises the step of deriving information 
including at least one of (a) diagnosis information, (b) medical procedure 
information and (c) charge information, related to said claim; and (ON). 
However, the Examiner takes Official Notice that it is old and well-known 

in the medical insurance arts that whatever required supporting documents can 
be stored, retrieved and attached with the claim to process an insurance 
payment. It would have been obvious to a person having ordinary skill in the art 
at the time of invention to combine a document processor for retrieving said 
particular document from storage for provision to said payer for claim 
reimbursement with Provost's system for attaching insurance documents with the 
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ability to process medical diagnosis information, because it would provide a more 
comprehensive claim filling system. This would help to reduce the time needed 
process a medical insurance claim payment. 



36. Claims 17, 20 and 23 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Provost (US 7,263,493 B1 ) in view of Official Notice further in view of 
Constantin (US 7,154,622 B2). 

37. Claim 17: 

Provost discloses the limitations as shown in the rejections above. Provost 
and Official Notice do not disclose the following limitation, but Constantin 
discloses further comprising the step of encrypting said particular document 
before initiating communication (see at least column 4, lines 54-66). It would 
have been obvious to one of ordinary skill in the art at the time of the invention to 
combine the Official Notice and Provost's system for attaching insurance 
documents with Constantine's ability to encrypt certain documents before 
submitting, because it would help to avoid insurance fraud. This would improve 
the integrity of the insurance carrier and medical health care providers. 
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38. Claim 20: 

Provost discloses the limitations as shown in the rejections above. Provost 
and Official Notice do not disclose the following limitation, but Constantin 
discloses wherein the step of identifying a particular type of the particular 
document comprises identifying the particular type as one of (a) a receipt, (b) a 
photograph, (c) a chart, (d) an invoice, (e) a certificate, and (f) a prescription (see 
at least column 4, lines 27-30). It would have been obvious to one of ordinary 
skill in the art at the time of the invention to combine the Official Notice and 
Provost's system for attaching insurance documents with Constantine's ability to 
generate an invoice, because it would provide a more comprehensive claim filling 
system. This would help to reduce the time needed process a medical insurance 
claim payment. 

39. Claim 23: 

Provost and Official Notice disclose the limitations as shown in the rejections 
above. Provost and Official Notice do not disclose the following limitation, but 
Constantin discloses: 

• deriving information from at least one of (a) a clinical data repository, (b) a 
laboratory results repository and (c) an electronic patient record of said 
particular patient (see at least column 9, lines 26-31); 
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• and generating said particular document using the derived information 
(see at least column 4, lines 30-38). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to combine the Official Notice and Provost's system for attaching 
insurance documents with Constantine's ability to retrieve a patient's medical 
records and generate a particular document, because it would provide a more 
comprehensive claim filling system. This would help to reduce the time needed 
process a medical insurance claim payment. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Any inquiry of a general nature or relating to the status of this application 
or concerning this communication or earlier communications from the Examiner 
should be directed to Teresa Woods whose telephone number is 571.270.5509. 
The Examiner can normally be reached on Monday-Friday, 9:30am-5:00pm. If 
attempts to reach the examiner by telephone are unsuccessful, the Examiner's 
supervisor, Jerry O'Connor can be reached at 571.272.6787. 
Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
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Status information for unpublished applications is available through Private PAIR 
only. For more information about the PAIR system, see 
http://portal.uspto.gov/external/po rtaj/pair . Should you have questions on 
access to the Private PAIR system, contact the Electronic Business Center 
(EBC) at 866.217.9197 (toll-free). 
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401 Dulany Street 
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